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1. What does it mean to be a 
patent attorney? !

D. None of the above. !

A patent attorney is someone who is admitted to a 
state bar AND to the patent bar.!

1. What does it mean to be a 
patent attorney? !

A.  It means you didn’t have the kind of sparkling 
personality needed to succeed in engineering.!

B.  It doesn’t mean anything—as a lawyer, you can just 
declare yourself to be a patent attorney.!

C.  It means a hint of danger clings to you, making you 
oh-so attractive to everyone you encounter in life, 
even though you also possess a keen intellect that 
makes you more than just delicious eye candy.!

D.  None of the above.!

How to play the game!!

A.  One “lucky” contestant will be given a series of fifteen 
multiple choice questions.!

B.  Audience participation is encouraged.!

C.  Anyone answering a single question correct is 
theoretically eligible for admission as a patent 
attorney. Terms and conditions apply.!

D.  Warning: those playing this game may develop an 
aversion to patent law.!

See, 37 CFR § 11.6(a) (“Any citizen of 
the United States who is an attorney 
and who fulfills the requirements of this 
Part may be registered as a patent 
attorney to practice before the Office.”)
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3. Who can take the Patent Bar 
Examination and become licensed to 

practice before the Patent Office?!

A.  Pretty much anyone with a technical background 
deemed acceptable by the Patent Office.!

B.  Attorneys licensed by a state bar with 
undergraduate degrees in science or 
engineering. !

C.  Engineers who don’t want to go to law school.!

D.  All of the above.!

2. What is the patent bar?!

D. The people who are licensed by the US Patent 
and Trademark Office to represent clients in 
administrative patent proceedings (such as 
applying for a patent).!

Of course, you have to pass the Patent Bar 
Examination and fulfill the other requirements for 
admittance.!

2. What is the patent bar?!
A.  A place near the Patent Office in Alexandria, Virginia that 

sells classic artisanal cocktails prepared by bar tenders 
dressed like it is the 1920s. !

B.  The attorneys who are licensed to litigate patent 
infringement cases in a US District Court. !

C.  The attorneys who are licensed to argue patent cases 
before the US Court of Appeals for the Federal Circuit. !

D.  The people who are licensed by the US Patent and 
Trademark Office to represent clients in administrative 
patent proceedings (such as applying for a patent). !

See, 35 U.S.C. § 2(b)(2)(D) (The Patent Office 
“may govern the recognition and conduct of 
agents, attorneys, or other persons 
representing applicants or other parties before 
the Office, and may require them, before 
being recognized as representatives of 
applicants or other persons, to show that they 
are of good moral character and reputation 
and are possessed of the necessary 
qualifications to render to applicants or other 
persons valuable service, advice, and 
assistance in the presentation or prosecution 
of their applications or other business before 
the Office[.]”
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4. Why did I decide to change my initial 
title for this presentation, “Who Wants to 

be a Patent Attorney?”!

D. Because changing the title of the presentation is 
a useful mechanism for discussing the difference 
between trademarks and patents.!

While patents protect technology, trademarks 
protect the names, slogans, and logos that identify 
the source of goods or services. I am in no way 
affiliated with the Sony Pictures Television, owner of 
the registered mark WHO WANTS TO BE A 
MILLIONAIRE. !

4. Why did I decide to change my initial 
title for this presentation, “Who Wants to 

be a Patent Attorney?”!
A.  Because Regis Philbin has a patent on the words 

“Who Wants to be a Millionaire”.!

B.  Because the originators of the Who Wants to be a 
Millionaire? show in the United Kingdom obtained an 
international copyright for the title.!

C.  Because I’m just indecisive that way.!

D.  Because changing the title of the presentation is a 
useful mechanism for discussing the difference 
between trademarks and patents.!

3. Who can take the Patent Bar 
Examination and become licensed to 

practice before the Patent Office?!

D. All of the above. !

In general, anyone with a technical background 
acceptable to the Patent Office can be admitted to 
the patent bar if they pass the exam. !

!

See, 37 CFR §§ 11.5-11.6 (governing 
admission of attorneys and agents).

37 CFR § 11.7 sets forth the technical training 
required. “Category A” permits those with a 
Bachelor’s degree in one of a list of subjects to 
sit for the Patent Bar Examination. “Category 
B” permits those with a Bachelor’s degree in 
other subjects to demonstrate technical 
competency 

See also, Sperry v. Florida, 373 U.S. 379 
(1963) (patent agent licensed by United States 
Patent Office had not committed unauthorized 
practice of law).

Trademarks are used to “to identify and 
distinguish . . . goods, including a unique 
product, from those manufactured or sold by 
others and to indicate the source of the goods, 
even if that source is unknown,” while service 
marks identify the source of services. 15 
U.S.C. § 1127. 
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6. Who can apply for a 
patent in the US? !

A.  Anyone with enough money.!

B.  Whoever first tested and confirmed that the 
invention works better than the prior art. !

C.  The first person to receive a Foreign Filing 
License.!

D.  The inventor(s) or the entity that obtained rights 
to the application from the inventor(s). !

5. In order to be patented in the US, what 
must be true about the technology to be 

patented?!

D. All of the above. !

The basic standard for patentability in the Patent 
Act is novelty (“new”), non-obviousness (not 
obvious in light of prior technology), and utility 
(useful for something).!

5. In order to be patented in the US, what 
must be true about the technology to be 

patented?!

A.  The technology must be “new” in the sense that the 
precise technology has never before existed or been 
described.!

B.  The technology must not be an obvious modification 
of a prior technology.!

C.  The technology has to be useful in some way, as 
opposed to aesthetically pleasing or just kind of cool.!

D.  All of the above.!
35 U.S.C. § 101 provides that “Whoever 
invents or discovers any new and useful 
process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title.” (emphasis added)

35 U.S.C. § 102 defines “new” more 
specifically, such as “the claimed invention 
was patented, described in a printed 
publication, or in public use, on sale, or 
otherwise available to the public before the 
effective filing date of the claimed 
invention” (but there is much more to the 
definition).

35 U.S.C. § 103 further provides that: “A 
patent for a claimed invention may not be 
obtained, notwithstanding that the claimed 
invention is not identically disclosed as set 
forth in section 102, if the differences between 
the claimed invention and the prior art are 
such that the claimed invention as a whole 
would have been obvious before the effective 
filing date of the claimed invention to a person 
having ordinary skill in the art to which the 
claimed invention pertains.”
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7. When is a working model of an 
invention required by the Patent Office?!

D. For patent applications covering inventions that 
violate the known laws of the universe. !

If you want to patent a perpetual motion machine or 
faster-than-light travel, you bettered have a working 
model.!

7. When is a working model of an 
invention required by the Patent Office?!

A.  For patent applications filed before the effective 
date of the America Invents Act. !

B.  For patent applications relating to computer 
software. !

C.  For patent applications involving biological 
deposit materials.!

D.  For patent applications covering inventions that 
violate the known laws of the universe. !

6. Who can apply for a 
patent in the US? !

D. The inventor(s) or the entity that obtained rights 
to the application from the inventor(s). !

The inventor(s) is the person who first “conceives” 
the invention. An inventor may have an obligation 
to assign the patent application to her employer if 
she was “hired to invent.” There can be a 
contractual obligation to assign a patent 
application.!

Manual of Patent Examining Procedure 
describes the standards of who/what may be 
a patent applicant (as opposed to an 
assignee).

37 CFR § 1.91 generally prohibits the 
submission of models as part of a patent 
application, but (a)(2) permits the submission 
of a model “if specifically required by the 
[Patent] Office.” 

As provided by MPEP § 608.03, “With the 
exception of cases involving perpetual motion, 
a model is not ordinarily required by the Office 
to demonstrate the operability of a device. If 
operability of a device is questioned, the 
applicant must establish it to the satisfaction of 
the examiner, but he or she may choose his or 
her own way of so doing.”
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9. Which of these is not a 
type of patent application? !

A.  A provisional patent application.!

B.  A non-provisional patent application.!

C.  A Patent Cooperation Treaty (PCT) application. !

D.  An invention certification application. !

8. Which of the following are required 
as part of a patent application? !

D. All of the above. !

Section 112 of the Patent Act also requires the 
disclosure of the “best mode contemplated by the 
inventor . . . of carrying out the invention.” !

8. Which of the following are required 
as part of a patent application? !

A.  A written description of the invention. !

B.  Sufficient information to enable a person skilled 
in the technological area involved to replicate 
the invention.!

C.  Clear and concise claims to the invention.!

D.  All of the above.!

35 U.S.C. § 112 requires that “(a) The 
specification shall contain a written description 
of the invention, and of the manner and 
process of making and using it, in such full, 
clear, concise, and exact terms as to enable 
any person skilled in the art to which it 
pertains, or with which it is most nearly 
connected, to make and use the same, and 
shall set forth the best mode contemplated by 
the inventor or joint inventor of carrying out the 
invention,” and that “(b) The specification shall 
conclude with one or more claims particularly 
pointing out and distinctly claiming the subject 
matter which the inventor or a joint inventor 
regards as the invention.”
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10. What actions can a patent owner take 
if the patent is believed to be infringed?!

D. The patent owner can sue the infringer in the 
appropriate United States District Court. !

The patent owner could also file an ITC proceeding 
to bar importation of infringing items. !

10. What actions can a patent owner take 
if he believes the patent is being 

infringed?!
A.  The patent owner can sue the infringer in the state 

courts of the state where the infringement occurred.!

B.  The patent owner can impose a compulsory license 
on the infringer.!

C.  The patent owner can request the infringer be held 
in Contempt of the Patent Office.!

D.  The patent owner can sue the infringer in the 
appropriate United States District Court.!

9. Which of these is not a 
type of patent application? !

D. An invention certification application. !

A provisional application can be less formal than a 
regular patent application and will preserve patent 
rights for one year.!

A regular, or “non-provisional” application will be 
examined by the Patent Office. !

A PCT application makes filing international patent 
applications relatively easy. !

35 U.S.C § 111 sets forth the requirements of 
a provisional patent application (which need 
not contain claims and will not be examined 
by the Patent Office) and a non-provisional 
patent application that will be examined by the 
Patent Office. The Patent Cooperation Treaty 
standards and processes are codified in 35 
U.S.C. §§ 351-376. An “invention certification” 
isn’t something that exists in the U.S., but 
other countries have protections for 
technologies other than patents.

35 U.S.C. § 281 provides that a “patentee 
shall have remedy by civil action for 
infringement of his patent.” 

28 U.S.C. § 1338 provides for exclusive 
federal jurisdiction for patent infringement.
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12. Your client has designed a new ax. He really likes the 
vaguely violent engraving he put on the side of the blade. 

He wants to patent his engraving. What do you do? !

A.  Explain to him that the Patent Office will reject a 
depiction of violence.!

B.  Tell him that he can’t get a utility patent because 
his engraving isn't useful.!

C.  Suggest that he consider filing a design patent 
application.!

D.  Both B & C.!

11. Your client operates a retail jewelry chain. It has 
discovered that people love their pretty blue packaging. 

They ask you to patent the shade of blue they use. What do 
you do? !

D. Suggest that they register the color as a 
trademark.!

Tiffany’s holds a variety of trademark registrations 
(such as Reg. No. 2,359,351) on its unique shade 
of blue.!

11. Your client operates a retail jewelry chain. It has 
discovered that people love their pretty blue packaging. 

They ask you to patent the shade of blue they use. What do 
you do? !

A.  Ask them for a retainer. !

B.  Suggest that they immediately file for design 
patent protection.!

C.  Suggest that they register a copyright in the 
color.!

D.  Suggest that they register the color as a 
trademark.!

A color may be able to be new, but it isn’t 
likely to be useful (or non-obvious), so 
patenting a color is unlikely. Copyrights are a 
different kettle of fish, but a color by itself isn’t 
likely to be subject to copyright protection. 
Trademarks or service marks devoted to color 
in a given context are permitted, however. One 
example is trademark Registration No. 
2,359,351 for “Tiffany Blue” boxes.

On the other hand, a new and non-obvious 
technological use of colors may be patentable 
(such as U.S. Patent No. 8,512,180).
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13. Your client owns patent number 12,345,678 but has 
never commercialized the invention. She believes that the 
‘678 Patent is being infringed by a company she’s never 

heard of in Oklahoma. What do you do?!

D. Explain to her that while an analysis must be 
performed prior to filing an infringement suit, there 
is no need to establish copying by the infringer.!

While proof of copying is required as part of a 
plaintiff’s case for copyright infringement, patent 
infringement does not require copying by the 
defendant.!

13. Your client owns patent number 12,345,678 but has 
never commercialized the invention. She believes that the 
‘678 Patent is being infringed by a company she’s never 

heard of in Oklahoma. What do you do?!

A.  Explain to her that without proof of copying there is no cause 
of action for patent infringement and that since she hasn’t 
sold any patented products she can’t establish copying.!

B.  Tell her that all patent infringement lawsuits must be filed in 
the US District Court located in Juneau, Alaska.!

C.  Make a joke about the Oklahoma Sooners’ silly “Boomer 
Sooner” song.!

D.  Explain to her that while an analysis must be performed prior 
to filing an infringement suit, there is no need to establish 
copying by the infringer.!

12. Your client has designed a new ax. He really likes the 
vaguely violent engraving he put on the side of the blade. 

He wants to patent his engraving. What do you do? !

D. Both B & C.!

Design patents can protect an ornamental design 
for an article of manufacture. !

Utility patents (which are usually just called 
“patents”) cannot protect the aesthetic aspects of 
an item, but design patents cannot protect the 
functional aspects of an item. !

See, 35 U.S.C. § 171(a)( “Whoever invents any 
new, original and ornamental design for an 
article of manufacture may obtain a patent 
therefor, subject to the conditions and 
requirements of this title.”).

35 U.S.C. §271 defines patent infringement, 
and “copying” is not an element of 
infringement. For example, subsection (a) 
simply states that “Except as otherwise 
provided in this title, whoever without authority 
makes, uses, offers to sell, or sells any 
patented invention, within the United States or 
imports into the United States any patented 
invention during the term of the patent 
therefor, infringes the patent.”
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An aside about patent 
claims!

The claims are the portion of a patent application 
primarily considered by Patent Examiners. Most of 
“patent prosecution” is attempting to convince an 
Examiner that the technology described in the 
claims of a patent application is new and not 
obvious.!

14. When you perform an infringement 
analysis, what part(s) of the patent do you 

primarily consider?!

D. The “claims,” because they define the patented 
invention.!

The patent claims define “the metes and bounds” 
of the invention.!

14. When you perform an infringement 
analysis, what part(s) of the patent do you 

primarily consider?!
A.  The drawings, because they are the part a jury 

will be able to understand. !

B.  The abstract, because it is the shortest summary 
of what the patent covers. !

C.  The “Detailed Description,” because it’s a 
detailed description of what the patent covers. !

D.  The “claims,” because they define the patented 
invention. !

See, 35 U.S.C. § 112(b) (“The specification 
shall conclude with one or more claims 
particularly pointing out and distinctly claiming 
the subject matter which the inventor or a joint 
inventor regards as the invention.”).

See also, e.g., Markman v. Westview 
Instruments, Inc., 517 U.S. 370 (1996) (claim 
interpretation is a matter of law).
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15. An inventor somehow found your office and insisted 
on telling you that he’s been shouting at passersby about 
his great invention for the last 11 months. Can he still get 

a patent? !

D. Yes, if no one other than him has disclosed his 
invention and the other requirements of 
patentability are met.!

The America Invents Act moved the United States 
to a “first-to-file” patent system, but the statute 
provides a one-year grace period for disclosures 
by the inventor and those derived from the 
inventor.!

15. An inventor somehow found your office and insisted 
on telling you that he’s been shouting at passersby about 
his great invention for the last 11 months. Can he still get 

a patent? !

A.  No, because he’s already disclosed his 
invention.!

B.  No, because he’s annoying.!

C.  Yes, because he clearly wants one.!

D.  Yes, if no one other than him has disclosed his 
invention and the other requirements of 
patentability are met.!

Here’s an example of some 
patent claims: !

Novelty under 35 U.S.C. § 102(b) excludes 
disclosures by the inventor(s) or derived from 
the inventor(s) within 12 months of the filing of 
a patent application from being used to deny 
the allowance of a patent application. 

Novelty under 35 U.S.C. § 102(b) excludes 
disclosures by the inventor(s) or derived from 
the inventor(s) within 12 months of the filing of 
a patent application from being used to deny 
the allowance of a patent application.

Note that the amendments to the Patent Act 
made by the America Invents Act moved the 
U.S. from a “first to invent” patent system to a 
“first to file” patent system.
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Here’s yet another fun 
patent:!

With great figures:!

Here’s another fun patent: ! The abstract sounds fancy:!

The drawings make walking 
a snake look fun: !

But we know that the claims 
are what really matter:!
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Of course, when you think about snake 
collars, gerbil display vests, and wearable 

bird feeders the question really is: !

Who wants to be a patent attorney? !
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